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FINAL ACTION 

1 . This action is responsive to the Response filed November 30, 2006. Applicants' 
arguments have been thoroughly considered but are not persuasive for the reasons set 
forth below. Claims 1-6, 9, and 59-71 remain pending and are under consideration 
herein. This action is final. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 1 12, first paragraph 

3. Claims 1-6, 9, and 59-71 remain rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement, for the reasons set forth in 
the Office action of June 30, 2006 and reiterated below. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. This is a new matter rejection. 

In the Amendment filed April 5, 2006, Applicants amended claim 1 so as to 
include the limitation "using white light, with the proviso that the white light is not 
evanescent wave light." The originally filed specification does not provide basis for this 
limitation. It is noted that the specification refers to methods that "use illumination with 
non-evanescent wave light" (see page 1 1 , lines 8-9), and that the specification discloses 
particles that exhibit certain properties when illuminated with white light (see page 5, 
lines 22-26, and page 12, lines 21-23). However, the specification does not disclose 
methods "using white light, with the proviso that the white light is not evanescent wave 
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light." It is noted that Applicants' response refers only to page 5, line 24 as providing 
basis for the amendment; however, this section of the specification describes properties 
of particles when illuminated by white light - Applicants' have not identified any basis for 
methods employing the type of light now required by the claims. Accordingly, 
Applicants' amendment introduces new matter. 

The response of November 30, 2006 traverses the rejection on the following 
grounds. The response asserts that the examiner is requiring "ipsis verbis support in 
the specification for claim 1," and argues that such a description is not required, citing 
Purdue Pharma LP. v. Faulding Inc., 230 F.3d 1320, 1323 (Fed. Cir. 1999). The 
response urges that the "specification as filed would allow one of ordinary skill in the art 
to recognize or visualize the presently claimed invention; albeit not in ipsis verbis 
terms." The response states that the specification "provides ample support for 
illuminating the particles using white light when it states that 'different colors of scattered 
light [can be generated upon] illumination of polychromatic light, such as white light,'" 
and that the specification "also provides support for the concept that the illuminating 
light, which may certainly include white light, can be non-evanescent when it states that 
'the methods of this invention [may] use illumination with non-evanescent wave 

light ". The response further argues that "there is no explicit teaching or even 

suggestion that, when white light is used as the illuminating light, the wave light must 
not be evanescent," and that "one of skill in the art would easily recognize and be able 
to visualize that the non-evanescent light that is used to illuminate the particles may 
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also be white light." Applicants conclude that "the specification taken as a whole would 
allow one of skill in the art to visualize the presently claimed invention." 

These arguments have been thoroughly considered but are not persuasive for 
the following reasons. First, it is noted that the examiner agrees that ipsis verbis 
support is not required in order to fulfill the written description requirement of 35 U.S.C. 
1 12, first paragraph. However, this was not in fact the standard applied or employed by 
the examiner in concluding that applicants' amendments constituted new matter. 
Rather, the content of the original application as a whole was reviewed to determine 
whether the application expressly, implicitly, and/or inherently provided support for 
applicants' amendments (see MPEP 21 63.05). As discussed in MPEP 2163.05 II, the 
"introduction of claim changes which involve narrowing the claims by introducing 
elements or limitations which are not supported by the as-filed disclosure is a violation 
of the written description requirement of 35 U.S.C. 1 12, first paragraph." As was 
acknowledged in the rejection, the originally filed specification clearly discloses 
illumination with white light, as well as illumination with "non-evanescent wave light." 
More specifically, with regard to applicants' citation of paragraph 56, the examiner 
concurs that white light is disclosed as an example of a type of "polychromatic light" that 
may be employed for illumination; the examiner also agrees that paragraph 46 teaches 
that "the methods of this invention use illumination with non-evanescent wave light." 
However, neither these particular teachings, nor the specification when considered as a 
whole, provide support for applicants' amendments to the claims, which attempt to 
further limit white light to white light that "is not evanescent wave light." While the 
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specification does disclose both white light and non-evanescent wave light, there is no 
disclosure (be it express, implicit, or inherent) of a particular type or subcategory of 
white light that is "not evanescent wave light," as is now required by applicants' claims. 
This amendment thus violates the written description requirement by introducing a 
further limitation not supported in the as-filed disclosure. Accordingly, applicants' 
arguments are not persuasive, and this rejection is maintained . 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diana B. Johannsen whose telephone number is 
571/272-0744. The examiner can normally be reached on Monday and Thursday, 7:30 
am-4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached at 571/272-0735. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Diana B. Johannsen 
Primary Examiner 
Art Unit 1634 



